United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, l'atint and Track-mark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



10/581,978 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



46188 7590 

Nixon Peabody LLP 
P.O. Box 60610 
Palo Alto, CA 94306 



NEGRELLI, KARA B 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/581,978 


Applicant(s) 
COLLIER ET AL. 


Examiner 

KARA NEGRELLI 


Art Unit 

1796 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 02 April 2007 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

Claim(s) is/are allowed. 

6) |EI Claim(s) 1-22 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)E| All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) ^| Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 
Paper No(s)/Mail Date 12/18/2006 . 6) □ Other: . 



PTOL-T26 d (Rev e 08-06r 



Office Action Summary 



Part of Paper No./Mail Date 20091014 



Application/Control Number: 10/581,978 
Art Unit: 1796 



Page 2 



VERY-SMALL DIAMETER OPEN-CELL POLYMER FOAMS AND THEIR 
MANUFACTURING PROCESS 
DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-3, 6-11, 14, 17, and 20-21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Dyer (6,160,028). 

3. Dyer teaches a polymeric foam formed by polymerizing a high internal phase 
emulsion (HIPE) comprising an (a) oil phase which comprises from 0 to 70% styrene 
based comonomers (styrene or ethyl styrene) (column 16, lines 15-21) and which may 
further comprise 2 to 50% divinylbenzene (column 16, lines 41-59) and (b) and aqueous 
phase which may comprise an metal sulfate electrolyte (column 18, line 62- column 19, 
line 1 ). The volume to weight ratio of aqueous phase to oil phase is least 3:1 (meaning 
the aqueous phase comprises at least 74% of the total volume of the 2 phases). The 
high internal phase emulsion may further comprise a sodium persulfate polymerization 
initiator (colulmn 19, lines 10-15) and an emulsifier which may comprise a diglycerol 
ester derived from monooleate (column 17, lines 11-18). The emulsifier is present in an 
amount of from 2 to 20% by weight based on the weight of the oil phase (column 17, 
lines 40-42). The foam product produced from the HIPE composition may be 
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microcellular (have cell diameters less than 1 0 urn) (column 1 0, lines 10-11) and may 
have a density of less than 250 mg/cc and preferably from 12 to 80 mg/cc (column 10, 
lines 62-64). 

4. The HIPE of Dyer is formed by combining the oil and water phases, in which the 
oil phase typically contains the monomers, comonomers, crosslinkers, and/or 
emulsifiers and the water phase contains the electrolytes and polymerization initiators, 
and subjected the combined phases to shear agitation in order to disperse the water 
droplets to such an extent that the resulting polymeric foam will have the requisite 
structural characteristics (column 19, line 59 - column 20, line 7). The agitation will 
frequently involve the use of a mixing or agitation device such as a pin impeller. Shear 
is typically applied by a pin impeller to the combined oil/water phase stream at an 
appropriate rate. Once formed, the stable liquid HIPE can be withdrawn from the mixing 
chamber. 

5. A porous, water-filled HIPE foam is then obtained after polymerization/curing in a 
reaction vessel such as a cup or tub (column 20, lines 58-60). The polymerization 
conditions involve maintaining the HIPE at elevated temperatures above 30°C (column 
20, lines 49-51, pertaining to instant claim 20). The polymerized HIPE foam is then 
subjected to subsequent treating/washing and dewatering (drying) steps (column 20, 
lines 62-63). Samples of the HIPE foam are typically washed in water and alcohol 
(column 22, lines 59-50, pertaining to instant claim 21). 

6. Claim 1 6 recites a property of the water used for the aqueous phase. The prior 
art teaches water comprising the same amount of electrolyte. Case law holds that a 
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material and its properties are inseparable. In re Spada, 91 1 F.2d 705, 709, 15 
USPQ2d 1655, 1658 (Fed. Cir. 1990). The examiner takes official notice that the 
resistivity value of water is well known to be 18.18 megaohms. 



Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 4-5, 13, 15, and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dyer (6,160,028). 

9. Dyer teaches the foam and process as applied to claims 1 and 6 above, and 
further teaches that the polymer foam may have a mean diameter of not more than 150 
urn (column 1 1 , lines 1 9-20) and that the oil phase of the HIPE may comprise 80 to 98% 
by weight monomer component (such as styrene-based comonomers and 
divinylbenzene comonomer) and from 2 to 20% by weight emulsifier (column 17, lines 
40-42). These ranges overlap the ranges of instant claims 4 and 5. Dyer also teaches 
that the electrolyte comprise from 0.2 to 20% by weight of the water phase of the HIPE 
emulsion (column 19, lines 2-5) and the polymerization initiator (which is generally 
added to the water phase of the HIPES) may comprise from about 0.001 to 10 mole 
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percent based on the total moles of polymerizable monomers in the oil phase (column 
1 9, line 1 0-1 1 and 22-25). These ranges overlap the ranges of instant claims 1 3 and 1 5, 
respectively. 

1 0. It is well settled that where the prior art describes the components of a claimed 
compound or compositions in concentrations within or overlapping the claimed 
concentrations a prima facie case of obviousness is established. See In re Harris, 409 
F.3d 1339, 1343, 74 USPQ2d 1951, 1953 (Fed. Cir2005); In re Peterson, 315 F.3d 
1325, 1329, 65 USPQ 2d 1379, 1382 (Fed. Cir. 1997); In re Woodruff, 919 F.2d 1575, 
1578 16 USPQ2d 1934, 1936-37 (CCPA 1990); In re Malagari, 499 F.2d 1297, 1303, 
182 USPQ 549, 553 (CCPA 1974). 

11. As to claim 22, Dyer teaches subjecting the foam to termperatures of about 60°C 
to 200°C for thermal drying/dewatering of the HIPE foam (column 21 , lines 21 -25). It 
would have been obvious to one of ordinary skill in the art that "thermal drying" may 
comprise an oven because ovens are common chemical equipment used as a means 
for drying. 

12. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dyer 
(6,160,028) and further in view of Shinozaki et al. (US 5,616,413). 

13. Dyer teaches the composition and process as applied to claims 1 and 6 above, 
but does not expressly teach that the electrolyte used is aluminum sulfate. 
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14. However, Shinozaki et al. teach a process for polymerizing a styrene monomer in 
an aqueous medium in the presence of polymerization initiator(s) and suspension 
stabilizer(s) (emulsifier), said process of which comprises adding an electrolyte to the 
aqueous medium at a concentration of 0.02 to 5.0 mol/l based on the amount of 
aqueous medium (column 2, lines 7-10). The electrolyte may comprise sodium chloride, 
calcium chloride, magnesium sulfate, sodium sulfate, or aluminum sulfate (column 4, 
lines 59-65), all of which ionize aqueous solutions (column 4, lines 59-60). 

1 5. In view of Shinozaki et al.'s recognition that aluminum sulfate and calcium 
chloride, sodium chloride, magnesium sulfate, or sodium sulfate (all of which are taught 
in Dyer) are equivalent and interchangeable, it would have been obvious to one of 
ordinary skill in the art to substitute calcium chloride, sodium chloride, magnesium 
sulfate, or sodium sulfate with aluminum sulfate and thereby arrive at the present 
invention. Case law holds that the mere substitution of an equivalent (something equal 
in value or meaning, as taught by analogous prior art) is not an act of invention; where 
equivalency is known to the prior art, the substitution of one equivalent for another is not 
patentable. See In re Ruff 1 18 USPQ 343 (CCPA 1958). 

16. Claims 1 7-1 9 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Dyer (6,1 60,028) and further in view of Clear et al. (US 6,750,261 ). 

17. Dyer teaches the polymeric foam and process as applied to claims 1 and 6 
above but does not expressly teach that the emulsion is subjected to shear by injecting 
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the emulsion into a container by means of a syringe connected to a pulser capable of 
delivering a pressure above atmospheric pressure, that the container into which the 
emulsion is injected is a mold having the shape and dimensions of the foam to be 
manufactured, or that the syringe is provided with a needle having an internal diameter 
of 150 microns to 1 mm. 

18. However, Clear et al. teach a process for making a HIPE foam which may 
comprise styrenic monomers, crosslinking agents, and emulsifiers (such as sorbitan 
monooleate) in an oil phase and electrolytes in an aqueous phase and in which the 
aqueous phase may further comprise a polymerization initiator (see column 4, line 4; 
column 4, lines 46-49; column 5, lines 7-8; column 7, line 17-19). The oil phase 
comprises less than 26% by volume of the emulsion (column 7, lines 15-16). The foam 
produced has a cell size of preferably 0.1 to 10 micrometers. Clear et al. further teach 
that the HIPE emulsion is injected with a glass syringe equipped with a 20-gauge (less 
than 1 mm) needle into polypropylene channels (molds) in which the foam was then 
cured using heat (column 23, lines 3-9). 

1 9. It would have been obvious for one of ordinary skill in the art at the time the 
invention was made to subject the emulsion of Dyer to shear (as taught in Dyer) using 
the syringe equipped with a 20-gauge needle as taught in Clear et al. because 
properties of foams such as cell size, cell size distributions, and number of windows are 
influenced by the agitation methods and speeds used to make the emulsions (column 9, 
lines 48-51 ). The agitation methods of Clear et al. would produce cells with a small size 
and uniform distribution which is desired by Dyer (See Dyer, column 10, lines 10-11 and 
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Clear et al., column 1 2, lines 11-12, as well as Clear et al., column 9, lines 49-51 and 
column 9, lines 58-61). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KARA NEGRELLI whose telephone number is 
(571)270-7338. The examiner can normally be reached on Monday through Friday 8:00 
am EST to 5:00 pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571)272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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